Europe’s New Unitary 14
Patent and Unified mteliectual Property Law Firm |
Patent Court = Boutique Touch
Impact on Patent Gloal Reac
Strategy, Litigation, |

and Licensing
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Soody Tronson

Founding Manager, STLGip Law
Firm
WWW.STLGip.com March 1, 2023

Soody@STLGip.com 11:00 am - 1:30 pm PST



Soody Tronson, Managing Founder

J.D., M.S. Industrial Chemistry
Over 25 years of operational experience in technology, management, Licenses: California Bar, USPTO
law, and advocacy, in start-up & fortune 100 companies, and non-profits

General Counsel/VP of Intellectual Property, Avantec Vascular

Palo Alto Area Bar Association, Board Member, Director

Startup Academy Member of Technical Staff & Engineering Manager at Hewlett-
Packard Co., Schering-Plough Corp.

AWIS Palo Alto Chapter, Member of Board of Directors Co-Author, "Women Securing the Future with TIPPSS for loT:
Trust, Identity, Privacy, Protection, Safety, Security for the

LES Silicon Valley Chapter, Board Member and Former Chair Internet of Things.”

Co-Founder, HighNote Coffee
California Arbitration Association: Founding Member
Entrepreneur, Inventor, Investor
The California Perinatal Equity Initiative (PEI), Santa Clara
County, Advisory Board Member Silicon Valley Business Journal, 100 Women of Influence

Silicon Valley Leadership Group, Member, Technology &
Innovation, Education, Health
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We are a boutique technology & intellectual property firm
located in Silicon Valley, counseling medical device, S I LG }
technology, consumer, energy, and pharmaceutical

companies around the globe. Boutique Touch _
We represent companies at all stages and work with Global Reach
founders, management, board, tech transfer offices, and in-

house counsel to address challenges, create opportunities, LAW

and help move your organization forward.

We provide sound strategies from a lean perspective,

utilizing our combined legal, technical, business, and

Medical & Diagnostic Devices

Strategic counseling: Intellectual Property

operational experience, to be your trusted advisor and

Digital Health

Intellectual Assets: Patents, Trademarks, Trade Secrets

support you as you form and grow your ideas into

Transactions: Technology, Licensing, Commercial, Supply
Chain

SUCCGSSfUI bUSl nesses. LMaterial Science

loT & ALl International Practice

Our team is diverse, with breadth and depth of expertise in

Data & Privacy

law, business, and technology, scaling based on your esirenlse] & Hesionls Fovlecs

needs. Our team members have operational experience and Pharmaceuticals & Therapeutics

Startup Law

have worked as members of technical staff and business

Energy Retained General Counsel

managers in their careers.

Consumer Products Innovation Training & Mining

Tech Transfer & Commercialization

When it Comes to Law, Food & Agriculture

Entrepreneurship & Education

Operational Experience Matters Software

info@stlgip.com TECHNOLOGY BUSINESS
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These materials are public information and have been prepared solely
for educational and informational purposes to contribute to the
understanding of intellectual property law. The presentation of these
materials does not establish any form of attorney-client relationship
with the authors. This information has been abbreviated to stimulate
academic discussions.

Errors or omissions may be contained in this presentation, for which
any liability is disclaimed.

DISCLAIMER

It must be understood that there are many considerations in rendering
legal opinions which are clearly outside the scope of the information
provided herein and you must not rely on this content as legal advice.

We strongly advise that you contact your U.S. and international counsel.

Copyright STLGip 2023
Copyright of all other material is that of the original copyright owner.



EP—-= UP: Is 1t that simple?




Current System

- Creates a "bundle" of national patents in
individual countries.

- No central infringement proceedings.

- No central revocation proceedings after the EPO
opposition period.

- Renewal fees payable in every validated state.

The EPO = EU

Provisional
Applications
Phase

© STLGip 2023

Begin
Sunrise
Period

New System

. Creates a single patent with “unitary” effect in

multiple EU countries.

The Unified Patent Court has exclusive
jurisdiction over Unitary Patents and, by default,
also has jurisdiction over all European Patents
granted by the European Patent Office, including
those that have already been granted.

Unified Patent Court enables centralized
infringement and validity proceedings.

Single renewal fee payable for all participating
countries.

Unitary Patents can't be reduced so no savings
on renewal fees in later years

UP & UPC
Launch




Coverage of European Patents and those with
Unitary Effect

IIIIII

EU 25 states participating in enhanced cooperation
to bring about the Unitary Patent system.

IIIIII

Other member states of the EPO

Non-European but EPO Validation and Extension w womava
S I : e
_ - o
y R YA S
/ MOROCCO ! 5\, UNASIA
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When will the new system start?

19 January 2022
Provisional application phase starts

E—
[
18 January 2022:

Austria ratified UPC
Protocol on Provisional
Application

© STLGip 2023

v

1 March 2023

1 June 2023

Simultaneous start of
= Unified Patent Court
= Unitary Patent

v

3 months
sunrise period at UPC

to register opt-outs

Provisional application phase

5 months transition period at EPO
Early requests for unitary effect
Requests for delay of grant

\ 4

1 January 2023

https://www.epo.org/applying/european/unitary/unitary-patent/transitional-arrangements-for-early-uptake.htmi

v

No need to

request delay
of grant

Would your European

patent be granted after
1June 2023?

No

v

Have you already replied
to comm?* for "Intention Yes
to grant"?

*Communication under Rule 71(3)EPC

No

v

Request delay before
replying, or on same day

File Form 2025 attached to Form 1038

v

Grant delayed to

after 1June 2023

v

File early request

for unitary effect

File Form 7000, ideally using online filing tools

. Action by

applicant
Action by
EPO

A request to delay
may not be
validly filed

Your European patent will have unitary effect
in 17 EU countries. Validations in other countries
can be made separately.

If your European patent is already granted
before 1June 2023 it is not eligible to become
a Unitary Patent.

A request for unitary effect will itself not delay
grant if this is necessary, so request delay of
grant separately.




Transitional Period / Opt-Out
Opt-out not effective until it is registered

© STLGip 2023

| During the transitional period of 7

years (possibly +7)

After the transitional period

Dual jurisdiction —actions may be taken at
UPC or national courts

Possible for owner to “opt-out” of UPC,

unless “Unitary Patent” is selected or UPC

proceedings have been initiated under the
patent

Opt-outs filed during transitional period
remain in force

New opt-outs no longer possible

All non-opted-out EP patents will fall

exclusively under UPC jurisdiction for all
UPC states

Signed by all actual owners, not
just UPC countries, but all EPC
countries where patent is validated




Filing Options

Centralized
s cxamination by the g EP Patent Granted
EPO

o
(a
L
i)
(¢
@
i.l__

Examine in Country

Validate in up to 39

separate countries
within 3 months of

Translate Renew/Maintain in

& each validated
country

patent grant Local rep

Request for unitary
effectin 17
participating states &
within 1 month of
patent grant

No Translation

mm A single maintenance

No local rep

Maintain

Validate? Translate

each Patent
Country Granted

>
| -
)
c
)
o
O
o
Ll

File Directly in any

© STLGip 2023




Filing Options e.g., Countries A, B (in UP) and C, D (not in UP)
Exemplary Scenarios

/Traditional EPO \ / Unitary Patent System \ / File Directly \
il EPO _ Filein | Filein

Examined at EPO l
Unitary Patent

oo e Bl w w

© STLGip 2023 Don’t forget about divisionals and availability of double patenting in certain countries

Validate in member

countries




Enforcement Options

Unitary Patent in All States Enforcement by Unified
that have Ratified Patent Court

European Patent Granted mm=
P Enforcement by Unified

Patent Court

European Patent in Desired
EPC Countries, Validation

Via Opt-Out™ Enforcement
in National Courts

* For a transitional period of at
least 7 years.

© STLGip 2023

Opt-out not available if Unitary Patent has been selected (see later)



EPO Opposition vs. UPC Revocation

Up to 9 months after grant

Lifetime of patent

Revocation of entire EP patent (up to 44
states)

Revocation only in UPC states (currently 17)

Validity only

Counterclaim for infringement possible

Grounds: eligibility, novelty, inventive step,
sufficiency, added matter

Costs ~$10-100k except complex

Grounds: same as opposition + entitlement,
national prior rights

Costs ~$100k-1M




e |[njunctions & other provisional and/or permanent
measures along with appropriate damages with
respect to all territories where the UP has effect

e Covers a large territory
e Maintenance of is less expensive

e Preliminary measures apply across whole territory
of UPC

e Remedies apply across whole territory of UPC

All patents granted by
the EPO in all UPC
member states where
the patent is in force

© STLGip 2023

e Risk of a central revocation attack

¢ Infringement Action in a single court with
impact in all territories where the UP has
effect

e National litigation not possible for UP

e Unitary Patents can't be reduced so no
savings on renewal fees in later years

Exclusive competence

for all “Unitary Patent”
cases




Scenario #1 —

No validation costs in DE, FR, GB
Validation in Italy: ~ $1.5

Maintenance for years 5-9: ~ S3.5
TOTAL: ~ S5K

No validation costs in DE, FR, GB, CH
Validation in other c.: ~ S8K
Maintenance for years 5-9: ~ S9K

TOTAL: ~ S17K

DE, FR, GB, IT

17 Unitary States + translation to
another official language: ~ $1.5 USD

No validation costs in GB

Maintenance for years 5-9: ~ S4K
TOTAL: ~ $5.5K

17 Unitary States + translation to
another official language: ~ $1.5

Validations in ES, PL: ~ S3K
Maintenance for years 5-9: ~ $5.3K
TOTAL: ~ $8.3K

Scenario #2 — DE, FR, GB, IT, CH, AT, NL, ES, SE, PL



To Remain or Opt Out?

TO OPT OUT
Opt Out OR
NOT OPT
OuUT
UP EP EP
Withdraw
Opt Out

(only once and as long as national proceedings have not been started)

Unified Patent Court National courts of
(central invalidity attack) participating countries




Strong Patent

Don't

Hypothetical

Factors to Consider: UP v. EPC

Invalidation risk

\

Annuity costs
Geographic portfolio
management

Territorial scope
Centralized litigation
opportunity

Geographic license and

Not Important Important

Patent Patent
Don't

Weak Patent

assignment management

Royalty while at

least 1 licensed
valid claim is in
force ability to enforce
centrally

Consider filing separate national applications in important States

For important cases, file at EPO and also directly in some
national offices © STLGip 2023




Key Licensing Provisions

Compensation

Term and
Termination

Dispute
Resolution

© STLGip 2023

Royalty structure

Field of Use

Ownership of
Developed IP &
Improvements

Scope Of Rights
To Other Party

Reps & Warranties

Monitoring
Compliance

Allocation Of
Responsibility &
Performance

Prosecution
Management

Litigation
Management

Pay Attention

Forum Selection

Choice of Law




Opt In or Opt Out

If licenses have been granted, opt-out maybe
preferred if a royalty must be paid while at least

one licensed patent is in force.

Avoiding central revocation may be more

valuable than the ability to enforce centrally.

Once litigation before either the UPC or a
national court has started, the forum is locked-

in for the rest of the patent’s life.

© STLGip 2023

Royalty while at least 1
licensed valid claim is in

force
ability to enforce
centrally

X X

Only the OWNER(s) can opt out, not licensees
(exclusive or otherwise)




“ Non-exclusive Licensee

e shall not be entitled to bring actions
before the Court;

e unless the patent OWNER is given

permitted by the license agreement

“ Exclusive Licensee

 shall be entitled to bring actions
before the Court under the same

circumstances as the patent OWNER;

 provided that the patent OWNER is
given prior notice

g

© STLGip 2023

9

prior notice and in so far as expressly

~

4 Owner

Standing
to
Sue

¢ shall be entitled to bring actions
before the Court.

* [n actions brought by a licensee, the
patent owner shall be entitled to join
the action before the Court

.




Assignment/License of UP
(7 REG. (EU) No 1257/2012)

Assignment License

*\\Vhile a conventional European e can be icensed in Wwhole or
Patent can be assigned in one [ part of the territories of the

or more member state, a UP participating Member States.
can only be limited,
transferred, revoked, or lapse,
IN respect of all parhmpatmg
Member States.




How to Treat Existing European Patent Applications

p
\_
4 4
Convert the
patent |
application upon Remain a European patent?
grant Iinto a
Unitary Patent?
\_ /L
4 4
Dofnot opﬁt out
- rom the
Opt out from the jurisdiction of the UPC? iurisdiction of
the UPC?
\_ \_
(An.o_ptt—out rllethJ_ires\ " File aItI opt—outI e D_oestghelllicense 1
a joint application requests as early give the licensee
oy all so-owners of | o QREOUNSY | a5 possible. || the powerto force || S, rder of the,
a States - rerera erore the owner to opt-
where the patent registered - the endyof the out/opt - be changed
L was granted ) L sunrise period U indecisions? .

© STLGip 2023




How to Treat Future European Patent Applications

Patent
Prosecution
S Management [In which order the applicants are named when filing]
. Clauses a European patent application” Decides what type of patent you want upon grant?
Co-
Ownership Decides whether to optout or opt-in
[ Which party/ies: ]
J . . . -
> - Is responsible for implementing decisions
Litigation
: | ?
Management Will bears the associated costs”
Clauses
4 A
An exclusive licensee has the right to bring an action before the UPC without obtaining the prior consent of the
licensor, thus the patent owner needs to expressly include such requirement in the license agreement in order
to retain control over any potential litigation
L J
Licensing r \

Does the license give the licensee the power to force the owner to opt-out or opt-in

© STLGip 2023



Opt In or Opt Out

Standing to SD
< License >

Prosecution
Management
@tion Manage@
RV?Fresentation and
arranty Clauses

Territory




Order of co-applicants listed in patent applications.

The Unitary Patent aS an will determine what laws are applicable to any

resulting Unitary Patent “as an item of property”

Object of Property (ART. 7
REGULATION (EU) No
1257/2012)

/Residence or A
principal place
of business, or

| Employee
If not the place In_vgnt}l/on Mortgaging
of business y Disputes
420 )
First indicated
joint-applicant Lcilcenﬁ{es :
and rights o
n paten e
%
4 I
to the extent not Licenses
EPO | spgcified in the co- ancic rights
ownershi of co-
heaéjceqyrﬁgtggs I agreemen’B owners
© STLGip 2023

o J




STLG

We Are Here to Help.

Strategic | Lean | Agile | Seasoned | Value-Added

info@stlgip.com Phone 866.325.7964 www.STLGip.com



